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Sir: 



Applicants hereby petition to the Honorable Commissioner to with- 
draw the Examiner's advisory action dated December 10 , 2002 (Paper No. 
10), and to require the Examiner to enter applicants' amendment under 
37 C.F.R. §1.116 dated November 25, 2002 (date of the Certificate of 
0I/15/M03 H3»^ purposes of Appeal, 

01 FC:14£0 t'%rP MBhe facts which are summarized below, applicants respectfully 
suggest that the Examiner erred holding applicants' Claims 6 and 11, 
or Claim ll 1 ), finally withdrawn from further consideration in the 

1) The Examiner's final action is ambiguous as to whether Claims 6 and 11 or only- 
Claim 11 remain(s) finally withdrawn from consideration. On the one hand, form 
PTO-326 states in No. (4a) that Claim 6 and 11 are withdrawn from consideration. On 
the other hand, the Examiner states in the detailed action that " [a]pplicant 's 
remarks (...) regarding claims 6 and 11 being drawn to a nonelected species have 
been considered and found persuasive as to claim 6. Therefore, claim 6 is now drawn 
to the elected species." (Paper No. 8, page 2, lines 5 to 7). In No. 7 of form 
PTO-303 accompanying the advisory action, the Examiner then indicates Claims 6 and 
11 as withdrawn from consideration. 
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final action dated August 27, 2002 (Paper No. 08). Applicants further 
respectfully suggest that those facts corroborate that the reasons 
set forth by the Examiner in the final action of August 27, 2002 
(Paper No. 08), for holding applicants' Claims 6 and 11, or Claim 11, 
finally withdrawn from further consideration in the application 
constitute a new ground of rejection, and that applicants thus should 
be provided with a full and fair time period to reply, and opportuni- 
ty to obviate, such new ground. In light of the advanced stage of 
proceedings and to avoid unnecessary delays in the prosecution of the 
application, applicants would consider it satisfactory if the amend- 
ment and the remarks which were submitted in their reply pursuant to 
Rule 116 were entered and considered by the Examiner for purposes of 
Appeal . 

Summary of Material Facts: 

1. The application was filed in the U.S. pursuant to the provi- 
sions of Section 371 of the Patent Act on June 18, 2001. The claims 
submitted upon filing of the application were Claims 1 to 10. 

2. The Examiner issued an election/restriction requirement on 
October 24, 2001 (Paper No. 04), requiring election of a single species 
and asserting lack of unity of invention under PCT Rule 13.1. Reasons 
why applicants' claims were considered to lack unity of invention 
were, however, not provided by the Examiner. 

3. In their reply dated November 26, 2001 (Monday; date of the 
Certificate of Mailing; Paper No. 05), applicants elected the combination 
according to Example 7 comprising the compound of formula (la) and 
the compound 11.79 as a representative species. In addition to a 
number of changes in the application, applicants entered new Claim 11 
worded as follows: 

A fungicidal mixture as defined in claim 1, wherein in the com- 
pound of the formula II, R 1 is methylenecyclopropyl , X 2 is 5-F, 
X 3 , X 4 and X 5 are each E, R 2 is C 6 H 5 CH 2 and R 3 and R 4 are each H. 

4. The Examiner issued a first Office action on the merits on 
April 23, 2002 (Paper No. 06), acknowledging applicants' election of 
species and holding Claims 6 and 11 withdrawn from further consider- 
ation as being drawn to a non-elected species. 

5. On June 26, 2002 (date of the Certificate of Mailing; Paper No. 
07) applicants submitted their reply on the merits. Additionally, ap- 
plicants revised the language of Claim 11 as follows 
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A fungicidal mixture as defined in claim 1, wherein in the com- 
pound of the formula II, R 1 is methylenecyclopropyl , X 2 is 5-F, 
X 3 [-r] and X 4 [ and x* ] are each H, R 2 is C 6 H 5 CH 2 and R 3 and R 4 are 
each H. 

to read on the elected species, and submitted reasons why Claim 6 as 
previously submitted and Claim 11 as revised were deemed by appli- 
cants to read on the elected species. Applicants also submitted in 
that context that restriction of the application was governed by the 
unity of invention criteria. 

6. The Examiner issued a second Office action on the merits on 
October 22, 2001 (Paper Wo. 07), and made the Office action final. With 
regard to withdrawn Claims 6 and 11 the Examiner stated 2 ) 

... claim 6 is now drawn to the elected species. However, Appli- 
cant's remarks regarding claim 11 is not found persuasive since 
first , there are no clear definitions for X 1 and X 5 ; the expres- 
sion for X 2 is unclear . 

(emphasis original). The Examiner further acknowledged that unity of 
invention pursuant to the provisions of PCT Rule 13 is not lacking in 
applicants ' claims . 

7. In their reply pursuant to 37 C.F.R. §1.116 of November 25, 
2002 (date of the Certificate of Mailing, Paper No. 09), applicants sub- 
mitted that the Examiner's withdrawal of Claims 6 and 11, or of Claim 
11, was deemed to be inconsistent with the concession that appli- 
cants' claims meet the unity of invention provisions. Applicants fur- 
ther sought 

(a) to obviate the Examiner's reasons for finding Claim 11 unclear, 
and 

(b) to introduce the limitations of Claim 11 into Claim 1 from which 
Claim 11 depends. 

8. The Examiner issued an advisory action on December 12, 2002 
(Paper No. 10), indicating 

(a) that the proposed amendment(s) will not be entered because they 
are not deemed to place the application in better form for appeal 
(No. (2c) of form PTO-303) , and 

(b) that Claims 6 and 11 remain withdrawn from consideration (No. (7) 
of form PTO-303 ) . 



2) See also footnote (1). 
Paper No. 11 
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9, This Petition follows. A Notice of Appeal including a request 
and fee for a one month extension of time is being filed along with 
this Petition. 

Memorandum 

It is applicants' position that the Examiner erred when holding 
Claims 6 and 11, or Claim 11, withdrawn from consideration in the 
application . 

The Examiner expressly acknowledged that unity of invention with 
regard to Claims 6 and 11 is not lacking. PCT Article 27(1) which 
applies to applications filed under Section 371 provides "No national 
law shall require compliance with requirements relating to the form 
or contents of the international application different from or addi- 
tional to those which are provided for in this Treaty and its Regula- 
tions" (emphasis added). Accordingly, the restriction of an applica- 
tion, as well as the withdrawal of claims pending in an application, 
is governed by the PCT provisions and, more particularly, by the 
unity of invention provisions set forth in PCT Rule 13. Since the 
Examiner has acknowledged that Claims 6 and 11 meet the unity of 
invention criteria, the withdrawal of these claims from consideration 
in the application is inconsistent with the law governing restriction 
of the application. Rather than withdrawing the claim(s), the Examin- 
er should have given Claims 6 and 11, or Claim 11, full and fair 
consideration in a non-final Office action, and should have provided 
applicants with a full and fair time period to respond to arguments 
raised by the Examiner why the subject matter of the claim(s) is 
unpatentable. 

Since the Examiner's withdrawal of applicants' Claims 6 and 11 
lacked appropriate legal basis, the Examiner's arguments in the final 
action concerning Claim 11 constitute new grounds of rejection which 
could, at least in part, and should have been raised in the Office 
action dated April 23, 2002 (Paper No. 06). The Examiner argued in the 
final action that 

(a) "... there are no clear definitions for X 1 and X 5 ; ..." and 

(b) "... " 5-F " for X 2 is unclear . " (emphasis original) . 

Claim 11 as submitted by applicants in their reply dated November 26, 
2001 (Paper No. 05) read as follows: 
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A fungicidal mixture as defined in claim 1, wherein in the com- 
pound of the formula II, R 1 is methylenecyclopropyl f X 2 is 5-F, 
X 3 , X 4 and X 5 are each H, R 2 is C 6 H 5 CH 2 and R 3 and R 4 are each H. 

Accordingly, Claim 11 as before the Examiner at the time at which the 
first action on the merits issued 

(a) incorporated the definition of X 1 by reference to Claim 1, and 

(b) defined the radical X 2 as "5-F". 

At the least those two issues, therefore, could and should have been 
raised by the Examiner in the non-final action which issued on April 
23, 2002 (Paper No. 06). 

It is also respectfully noted that those issues which were raised 
by the Examiner for the first time in the final action concern the 
clarity of the claim language and are therefore, in fact, issues 
under Section 112, U2, of the Patent Act. Rather than authorizing the 
Examiner to withdraw claims from consideration in an application for 
lack of def initeness, the respective provision provides that it is 
upon an. applicant to submit claims drawn to "the subject matter which 
the applicant regards as his invention." The Examiner's withdrawal of 
Claim 11 is therefore also not deemed to conform with the holdings 
in, for example, In re Wolf rum (486 F.2d 588, 179 USPQ 620 (CCPA 1973)), 
In re Haas (486 F.2d 1053, 179 USPQ 623 (CCPA 1973)), In re Weber (580 F .2d 
455, 198 USPQ 328 (CCPA 1978)), In re Haas (580 F .2d 461, 198 USPQ 334 (CCPA 
1978)) and In re Harnish (206 USPQ 300 (CCPA 1980)). 

In light of the foregoing, the pertinent facts in the present 
case corroborate that applicants' amendment which was submitted under 
Rule 116 should have been entered by the Examiner. Furthermore, in 
light of the Examiner's indication in the advisory action (Paper No. 
10) that the finality of the Office action of August 27, 2002 (Paper 
No. 08) will be maintained, and that entry and consideration of appli- 
cants' reply dated November 25, 2002 (Paper No. 09) is denied, appli- 
cants have been denied a full and fair opportunity to argue or suit- 
ably address the issues raised by the Examiner. 

Conclusion 

Applicants therefore respectfully request that the Examiner's ad- 
visory action dated December 10, 2002 (Paper No. 10), and that the 
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Examiner be required to enter and fully consider applicants' amend- 
ment dated November 25, 2002 {Paper No. 09), and to issue a new adviso- 
ry action. Favorable action is respectfully solicited. 

Please charge any shortage in fees due in connection with the 
filing of this paper, including Extension of Time fees to Deposit 
Account No. 11.0345. Please credit any excess fees to such deposit 
account . 



Respectfully submitted, 

Keil & Weinkauf 




Herbert B. Keil 
Reg. No. 18,967 



1350 Connecticut Ave, N.W. 
Washington, D.C 20036 
(202) 659-0100 
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